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SERIAL NUMBER | 77464059

LAW OFFICE

ASSIGNED LAW OFFICE 107
MARK SECTION (no change)
ARGUMENT(S)

In the Final Office Action with amailing date of September 22, 2014, the Examining Attorney refused
registration on the basis that the mark shown in the specimen did not match the mark shown in the
drawing. In response to the refusal for registration, please consider the following. The basis for the
refusal of registration isthat the mark in the drawing is"FIRST ASCENT" which differs from the mark
on the specimen because the third-party owned registered trademark "SUNCLOUD®" appears after
"FIRST ASCENT". As such, the Examining Attorney believes the specimen is not a substantially exact
representation of the mark shown on the drawing which is"FIRST ASCENT" alone. TMEP 8807.12(a).
If the applied-for mark makes "a separate and distinct commercia impression apart from any other
matter with which the mark is or will be used on the specimen,” then registration should not be refused
on the basis that the mark shown in the specimen does not match the mark shown in the drawing. TMEP
8807.12(d). Therefore, the issue is whether the applied-for mark, "FIRST ASCENT", has a separate and
distinct commercial impression apart from the commercia impression of "SUNCLOUD®". The mark
"FIRST ASCENT" creates adistinct and separate commercia impression because "FIRST ASCENT" is
the name of a particular line of products offered by Eddie Bauer while"SUNCLOUD®" is a separate
trademark owned by another party which is used to indicate the manufacturer of the goods. InInre
Royal Bodycare, Inc., 83 USPQ2d 1564 (TTAB 2007), the Board reversed arefusal of registration
where a specimen showed the applied-for mark "NANOCEUTICAL" next to an additional trademark
"RBC". The Board stated "[1]t iswell established that a product can bear more than one trademark, that
each trademark may perform a different function for consumers and recipients of the productA...". 1bid
(citing examples of cases where a house mark and a product line mark were found to have different
commercia impressions due to their different respective functions). In the present case, the function of
the "SUNCLOUD®" mark isto identify the manufacturer of the goods. In contrast, the function of the
applied-for mark, "FIRST ASCENT", isto identify sunglasses included in a special line of products
offered by the retailer, Eddie Bauer. More specifically, the "FIRST ASCENT" product lineis composed
of high-performance outdoor clothing, gear and accessories that are selected by elite wilderness guides
and experts. The "SUNCLOUD®" brand of sunglasses was selected to be part of the "FIRST ASCENT"
branded line of products. As such, both "SUNCLOUD®" and "FIRST ASCENT" are used as
trademarks for these particular sunglasses. Attachment A includes information about the selection
process for the "FIRST ASCENT" line of products. As stated in Attachment A, "First Ascent isaline of
world-class expedition and ski wear created with some of the best mountain and ski guidesin the
world." Since "FIRST ASCENT" performsits function of identifying a branded line of products from



applicant, the "FIRST ASCENT" mark possesses a separate and distinct commercial impression from
the trademark immediately adjacent to it ("SUNCLOUD®"). Ibid. Online catalog pages often display
two marks together such as shown on Attachment B. This distinct commercia impressions is even more
true because applicant does not own the "SUNCLOUD®" and therefore could not include
"SUNCLOUD®" in the application. To maintain the refusal of registration, it must be shown that the
consumers will perceive the wording "FIRST ASCENT SUNCLOUD®" as a unitary trademark, where
the components possess identical commercial impressions. TMEP 8§807.12(d); In re Twenty Three East
Adams Street Corp, Serial No. 76610826 (TTAB February 13, 2009). In previous cases, the Board has
held that mere proximity of the wording is not enough to support a finding of a unitary mark. Inre
Productive Products International, Inc., Serial No. 78903442 (TTAB January 29, 2009) (where the
specimen showed the applied-for mark "DIRT GRABBER" directly adjacent to, and in the same font as,
the mark "TAKMAT", however, the proximity of the wording was not enough to find the mark unitary.)
Please see Attachment C for a copy of the specimen in In re Productive Products International. In the
Productive Products case, both marks were in plain type face, asthey are here. Asin the case with
"DIRT GRABBER" and "TAKMAT", thereis nothing linking "FIRST ASCENT" and
"SUNCLOUD®". If the mark components do not appear to be modifiers of one another, thisis evidence
that the additional trademark "is not essential or integral subject matter such that it must be included in
the drawing." Ibid. (Finding that the wording "TAKMAT DIRT GRABBER" was not a unitary mark
because, in part, "TAKMAT" and "DIRT GRABBER" were not modifiers of one another the way SAN
DIEGO modified PADRES REPORT in the mark SAN DIEGO PADRES REPORT.) Here, the applied-
for mark "FIRST ASCENT" and the trademark "SUNCLOUD®" possess very different connotations
and meanings: the first is a mountai neering term-of-art while the second is the combination of two
words that areitemsin the sky. It is clear that FIRST modifies ASCENT. However, "FIRST ASCENT"
does not modify by "SUNCLOUD®", or vice versa, or communicate any meaningful impression to
consumers. FIRST ASCENT and SUNCLOUD® simply do not go together. Instead, consumers
viewing the applied-for mark, as shown on the specimen, are likely to adopt the logical and reasonable
conclusion that "FIRST ASCENT" and "SUNCLOUD®" are separable trademarks with distinct
commercia impressions. Inre EMCO, Inc., 158 USPQ 622 (TTAB 1968) (finding that "MEY ER" and
"RESPONDER" were separable trademarks with distinct commercia impressions, despite the
examining attorney's argument that the specimen displayed the unitary mark "MEY ER RESPONSER",
because "MEYER" identified aline of products while the applied-for mark, "RESPONDER", was
"intended to and does distinguish" the applicant's goods from others). In re Servel, Inc. 85 USPQ 257,
260 (CCPA 1950) held that the courts in a proper case may recognize the right to registration of one part
of an owner's mark consisting of two parts. Here, the two marks have different owners and it only seems
reasonable to allow registration of the FIRST ASCENT mark when applicant does not even own the
SUNCLOUD® mark. Finally, as the Examiner can appreciate, Applicant includes "SUNCLOUD®" in
the online catalog product listing to avoid misleading consumers who would not understand that the
glasses are made from a manufacturer other than Eddie Bauer. Applicant's intention was to identity
sunglasses sold under two marks owned by different parties, not to display a unitary mark. Because the
mark "FIRST ASCENT" has a separate connotation, meaning and function and different owner than the
trademark "SUNCLOUD®", the marks have distinct commercia impressions. As aresult, registration
should not be refused on the basis that the mark shown in the specimen does not match the mark in the
drawing. Applicant respectfully requests withdrawal of the refusal of registration and publication of the
mark. Applicant has also filed the Notice of Appeal.
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Request for Reconsideration after Final Action
Tothe Commissioner for Trademarks:

Application serial no. 77464059 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In the Final Office Action with amailing date of September 22, 2014, the Examining Attorney refused
registration on the basis that the mark shown in the specimen did not match the mark shown in the
drawing. In response to the refusal for registration, please consider the following. The basis for the refusal
of registration is that the mark in the drawing is"FIRST ASCENT" which differs from the mark on the
specimen because the third-party owned registered trademark "SUNCLOUD®" appears after "FIRST
ASCENT". Assuch, the Examining Attorney believes the specimen is not a substantially exact
representation of the mark shown on the drawing which is"FIRST ASCENT" alone. TMEP 8807.12(q). If
the applied-for mark makes "a separate and distinct commercial impression apart from any other matter
with which the mark is or will be used on the specimen,” then registration should not be refused on the
basis that the mark shown in the specimen does not match the mark shown in the drawing. TMEP
§807.12(d). Therefore, the issue is whether the applied-for mark, "FIRST ASCENT", has a separate and
distinct commercial impression apart from the commercial impression of "SUNCLOUD®". The mark
"FIRST ASCENT" creates a distinct and separate commercia impression because "FIRST ASCENT" is
the name of a particular line of products offered by Eddie Bauer while "SUNCLOUD®" is a separate
trademark owned by another party which is used to indicate the manufacturer of the goods. In In re Royal
Bodycare, Inc., 83 USPQ2d 1564 (TTAB 2007), the Board reversed arefusal of registration where a
specimen showed the applied-for mark "NANOCEUTICAL" next to an additional trademark "RBC". The
Board stated "[I]t iswell established that a product can bear more than one trademark, that each trademark
may perform adifferent function for consumers and recipients of the productA...". Ibid (citing examples of
cases where a house mark and a product line mark were found to have different commercial impressions
due to their different respective functions). In the present case, the function of the "SUNCLOUD®" mark
isto identify the manufacturer of the goods. In contrast, the function of the applied-for mark, "FIRST
ASCENT", isto identify sunglasses included in a special line of products offered by the retailer, Eddie
Bauer. More specificaly, the "FIRST ASCENT" product line is composed of high-performance outdoor
clothing, gear and accessories that are selected by elite wilderness guides and experts. The
"SUNCLOUD®" brand of sunglasses was selected to be part of the "FIRST ASCENT" branded line of
products. As such, both "SUNCLOUD®" and "FIRST ASCENT" are used as trademarks for these
particular sunglasses. Attachment A includes information about the selection process for the "FIRST
ASCENT" line of products. As stated in Attachment A, "First Ascent is aline of world-class expedition
and ski wear created with some of the best mountain and ski guides in the world." Since "FIRST
ASCENT" performsits function of identifying a branded line of products from applicant, the "FIRST
ASCENT" mark possesses a separate and distinct commercial impression from the trademark immediately
adjacent to it ("SUNCLOUD®"). Ibid. Online catalog pages often display two marks together such as
shown on Attachment B. This distinct commercia impressions is even more true because applicant does
not own the "SUNCLOUD®" and therefore could not include "SUNCLOUD®" in the application. To
maintain the refusal of registration, it must be shown that the consumers will perceive the wording "FIRST
ASCENT SUNCLOUD®" as a unitary trademark, where the components possess identical commercial
impressions. TMEP §807.12(d); In re Twenty Three East Adams Street Corp, Serial No. 76610826 (TTAB



February 13, 2009). In previous cases, the Board has held that mere proximity of the wording is not
enough to support afinding of a unitary mark. In re Productive Products International, Inc., Serial No.
78903442 (TTAB January 29, 2009) (where the specimen showed the applied-for mark "DIRT
GRABBER" directly adjacent to, and in the same font as, the mark "TAKMAT", however, the proximity
of the wording was not enough to find the mark unitary.) Please see Attachment C for a copy of the
specimen in In re Productive Products International. 1n the Productive Products case, both marks were in
plain type face, asthey are here. Asin the case with "DIRT GRABBER" and "TAKMAT", thereis
nothing linking "FIRST ASCENT" and "SUNCLOUD®". If the mark components do not appear to be
modifiers of one another, thisis evidence that the additional trademark "is not essential or integral subject
matter such that it must be included in the drawing.” Ibid. (Finding that the wording "TAKMAT DIRT
GRABBER" was not a unitary mark because, in part, "TAKMAT" and "DIRT GRABBER" were not
modifiers of one another the way SAN DIEGO modified PADRES REPORT in the mark SAN DIEGO
PADRES REPORT.) Here, the applied-for mark "FIRST ASCENT" and the trademark "SUNCLOUD®"
possess very different connotations and meanings. the first is a mountaineering term-of-art while the
second is the combination of two words that areitemsin the sky. It is clear that FIRST modifies
ASCENT. However, "FIRST ASCENT" does not modify by "SUNCLOUD®", or vice versa, or
communicate any meaningful impression to consumers. FIRST ASCENT and SUNCLOUD® simply do
not go together. Instead, consumers viewing the applied-for mark, as shown on the specimen, are likely to
adopt the logical and reasonable conclusion that "FIRST ASCENT" and "SUNCLOUD®" are separable
trademarks with distinct commercial impressions. Inre EMCO, Inc., 158 USPQ 622 (TTAB 1968)
(finding that "MEY ER" and "RESPONDER" were separable trademarks with distinct commercial
impressions, despite the examining attorney's argument that the specimen displayed the unitary mark
"MEY ER RESPONSER", because "MEY ER" identified aline of products while the applied-for mark,
"RESPONDER", was "intended to and does distinguish” the applicant's goods from others). In re Servel,
Inc. 85 USPQ 257, 260 (CCPA 1950) held that the courtsin a proper case may recognize the right to
registration of one part of an owner's mark consisting of two parts. Here, the two marks have different
owners and it only seems reasonable to allow registration of the FIRST ASCENT mark when applicant
does not even own the SUNCLOUD® mark. Finaly, as the Examiner can appreciate, Applicant includes
"SUNCLOUD®" in the online catalog product listing to avoid misleading consumers who would not
understand that the glasses are made from a manufacturer other than Eddie Bauer. Applicant's intention
was to identity sunglasses sold under two marks owned by different parties, not to display a unitary mark.
Because the mark "FIRST ASCENT" has a separate connotation, meaning and function and different
owner than the trademark "SUNCLOUD®", the marks have distinct commercia impressions. As aresullt,
registration should not be refused on the basis that the mark shown in the specimen does not match the
mark in the drawing. Applicant respectfully requests withdrawal of the refusal of registration and
publication of the mark. Applicant has also filed the Notice of Appeal.
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Eddie Bauer | First Ascent
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MEN'S JOURNAL

2014 GEAR OF
THE YEAR AWARD

Constructed of monofilament,
nonwoven fabric, the Sorcerer is
incredibly durable. It holds up on big
trips but won't weigh you down on

long days (it's just 3 Ibs, 6 0z).”
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RESOLVE TO ADVENTURE IN 2015

01/06/2015

Eddie Bauer's guide and athlete
inspired list of 33 potential
resolutions to integrate the
adventure ethic into your plans for
2015, ..

READ MORE »

THE YEAR IN REVIEW: OUR TOP TEN STORIES OF

ADVENTURE

01/01/2015

A year of adventure in review with
our top ten stories, selected by your
likes and shares, for the New Year's
weekend reading period ...

READ MORE »

THE WHITE ROOM: KC DEANE IN THE BATTLE OF THE BIG
LINES

12/31/2014
KC Deane goes big line hunting at
Eagle Pass Heli and earns a
triumphant victory in the big-line
arena of BC's heli-shredding epice ...

READ MORE »

Visit The Live Your Adventure Blog

SIGN UP FOR EMAIL STORE LOCATOR

Cet our latest news and exclusive offers.

CATALOG QUICK ORDER

Find an Eddie Bauer store near you. Enter a three-part item number.

VIDEO

UP IN STOKE: KC DEANE

THE GONDOLA SESSIONS:
KC DEANE

THE GONDOLA SESSIONS:
LYNSEY DYER

Visit First Ascent Video on YouTube

HELP & SUPPORT

EARN REWARDS Customer Service

Order Status

GIFT CARDS

Cards ship for FREE, or can
be sent quickly via email.

SHOP NOW

Women's Sweatshirts & Hoodies

Join Eddie Bauer Friends and you’ll start
earning Rewards for every dollar you spend,
no matter where you shop.

LEARNMORE ~ SIGN IN TO YOUR ACCOUNT

CONNECT WITH US

Cet your daily shot of adventure

VISIT OUR BLOG

©2015 Eddie Bauer LLC. All rights reserved. eddiebauer.com® is a registered trademark of Eddie Bauer Licensing Services LLC.
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Affiliate Program

Eddie Bauer Credit Card
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OUR GUARANTEE

To give you such outstanding quality,
value, service and guarantee that we
may be worthy of your high esteem.™

Every item we sell will give you
complete satisfaction or you may return
it for a full refund.™
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Women's Tees

Women's Sweaters & Cardigans
Women's Dress Pants

Women's Hiking & Workout Pants
Women's Capris

THE ORIGINAL OUTDOOR
OUTFITTER®

Adventure Everyday™
We Quitfit Life’s Adventures™
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1-800-426-8020 — 24 hours a day 7 days a week
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Crate and Barrel Exclusive Recommended

ZWILLING ® J.A. Henckels VistaClad g i

Ceramic Nonstick 7-Piece Cookware Set $299.95 -
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¥ The Story

We've partnered with Zwiling JA Henckels, the standard-
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exclusive new ceramic nonstick cookware. The breakthrough
eco-friendly CeraForce nonstick ceramic finish is extremely
scratch-resistant and is free o PTFE and PFOA. Itis also
produced with fewer emissions and does not release fumes
when heated. The Henckels raditions of quallty, innavation
and stainless-steel expertise inform this fully ciad, three-ply
cookware with an aluminum core for quick and even heat
conduction. A magnetic stainless-steel exterior that's 3mm
thick makes it compatible with all types of cookiops including
induction. Additional features include stay-cool handles with
nameplates and easy-control 100p design, non-crip pouring
fims and tempered glass lids.
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